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Art Unit: 1804 

Claims 1-36 are pending in the instant Application. 

Restriction to one of the following inventions is required under 35 U.S.C. § 121: 

I. Claims 1-7, 30, 31, 33, and 34 drawn to embryonic stem cell compositions, classified in 
Class 435, subclass 240.21. 

II. Claims 8, 9, 11, and 12, drawn to primordial germ cell compositions, classified in Class 
435, subclass 240.21. 

III. Claim 10, drawn to embryonic ectoderm cell compositions, classified in Class 435, 
subclass 240.21 . 

IV. Claims 13, 14 and 29, drawn to growth factor compositions, classified in Class 530, 
subclass 350. 

v. Claims 15-19 and 25-28, drawn to methods of making embryonic stem cells from 
primordial germ cells, classified in Class 435, subclass 240.21 . 

VI. Claims 20-24, drawn to methods of making embryonic stem cells from embryonic 
ectoderm cells, classified in Class 435, subclass 240.21. 

VII. Claim 32, 35, and 36, drawn to methods of screening growth factor compositions, 
classified in Class 435, subclass 4. 

The inventions are distinct, each from the other because of the following reasons: 

The inventions of groups l-lll are distinct, each from the other, because they are drawn to 
materially different cellular compositions each requiring separate areas of search and consideration in 
the non-patent literature. Each of the three inventions are drawn different cell types that are 
morphologically and phenotypically distinct and examination of each such cell must take into account 
the separate properties of the several cells. 

The inventions of the any of groups l-lll and the invention of group IV are distinct from one 
another because they are drawn to distinct compositions that requrie separate areas of search and 
consideration. The inventions of groups l-lll are drawn to mutticomponent cellular compositions 
whereas the invention of group IV is drawn to proteinacious growth factor compositions which require 
divergent areas of search and consideration directed towards the nature of the claimed composition. 
Further, the compositions of the invention of group IV may be used to grow any cells and the cellular 
compositions do not require the growth factors per $e to support patentability. 

The cells of the invention of group I are distinct from any of the methods of groups V-VII 
because the claimed cells are not utilized in any of said methods and therefore the search and 
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consideration of said methods do not require analysis of the claimed cells per se. Similarly, the 
inventions of group II is distinct the methods of groups Vl, because the cells of the invention of group II 
are not used in any of said methods. Further, the invention of group III is distinct from the methods of 
group V because the cells of the invention are not used in said methods. 

Inventions V and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be used to 
make other and materially different product or (2) that the product as claimed can be made by another 
and materially different process (M.P.E.P. § 806.05(0). the instant case, the product (embryonic 
stem cells) may be prepared using inner cell mass cells. Similarly, inventions VI and III are related as 
process of making and product made and said product may also be made starting with inner cell mass 
cells. 

Inventions II and VII are related as product and process of use. The inventions can be shown 
to be distinct if either or both of the following can be shown: (1) the process for using the product as 
claimed can be practiced with another materially different product or (2) the product as claimed can be 
used in a materially different process of using that product (M.P.E.P. § 806.05(h)). In the instant case, 
the cells of the invention of group II may be used in materially different fashion as evidenced by its use 
in either of the methods of groups V or VII. Similarly, the inventions of groups III and VII are related as 
product and process of use and the cells of the invention of group III may be used in materially different 
fashions as evidenced by their use in either of the methods of groups VI or VII. 

Inventions IV and any of the inventions of groups V-VII are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following can be shown: (1) the 
process for using the product as claimed can be practiced with another materially different product or 
(2) the product as claimed can be used in a materially different process of using that product (M.P.E.P. 
§ 806.05(h)). In the instant case, the compositions of the invention of group II may be used in materiaty 
different manners as evidenced by thier use in the separate methods of the inventions of groups V-VII. 

The inventions of groups V and VI are distinct, one from the other, because they utilize distinct 
starting materials and analysis of said starting materials requires distinct areas of search in the non- 
patent literature. 

The inventions of either of the inventions of groups V and VI are each distinct from the invention 
of group VII because the latter methods are drawn to materially different processes wherein undefined 
growth factors are analyzed and such analysis requires divergent areas of search from those required 
for consideration of the defined systems of the inventions of groups V or VI. 
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Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classifications, recognized divergent subject matter 
and further because the searches required for the different inventions are not coextensive, restriction for 
examination purposes as indicated is proper. 

Applicant is advised that the response to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed. 

A telephone call was made to Mr. David Ferryman on 10/31/94 to request an oral election to 
the above restriction requirement, but did not result in an election being made. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Brian R. Stanton whose telephone number is (703) 308-2801 . The examiner can 
normally be reached Monday-Thursday from 6:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jacqueline Stone, can be reached at (703) 308-3153, The fax phone number for this Group is 
(703) 308-4312. 

Any inquiry of a general nature or relating to the status of this application should be directed to 
the Group receptionist whose telephone number is (703) 308-0196. 

Brian R. Stanton, Ph.D. 
02 August 1995 
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